TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte STEPHEN M NEUMANN

Appeal No. 94-0539
Appl i cation 07/890, 4561

HEARD: April 8, 1997

Before KIMI N, WEl FFENBACH and WARREN, 2 Adm ni strati ve Patent

Judges.

KIM.IN, Adnmi nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
12, all the clains in the present application. Caim1lis

illustrative:

! Application for patent filed May 29, 1992.

2 Adm nistrative Patent Judge (APJ) Thierstein
participated in the oral hearing on April 8, 1997, but has
since resigned. APJ Warren has been substituted on this
nmerits panel. Conpare In re Bose, 772 F.2d 866, 227 USPQ 1
(Fed. Cr. 1985).
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1. In a dye donor elenent for |aser-induced thernmal dye
transfer conprising a support having thereon a dye |ayer
conprising a sublimable inage dye in a binder, said imge dye
bei ng capable of transferring to a dye-receiving el enent, and
an infrared absorbing dye associated with said dye | ayer and
whi ch absorbs the | aser radiation, the inprovenent wherein
sai d binder conprises a nonpolyneric, organic material with a
gl assy state having a glass transition tenperature of greater
t han 25EC., capable of form ng an anorphous glass with said
i mage dye.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Mol aire 4,626, 361 Dec. 2, 1986
Chapman et al. (Chapnan) 5, 036, 040 July 30, 1991
Kawakam et al. (Kawakam ) 5,114,904 May 19, 1992

(filed Dec. 20, 1990)

Appel lant's claimed invention is directed to a dye donor
el ement that is used in |aser-induced thermal dye transfer
processes. According to appellant, the invention is an
I nprove-nment over the use of a conventional, polyneric binder
for the donor elenent. |In particular, appellant enploys a
non-pol ynmeric, organic material with a glassy state as the
bi nder. According to appellant, the conparative exanple at
page 15 of the present specification shows inproved
transferred dye density when the clained binder is used
instead of a cellul ose acetate propionate binder, which is a

typi cal polyneric binder of the prior art.
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Appeal ed clains 1-12 stand rejected under 35 U.S.C. § 103
as being unpatentabl e over Chapnan in view of Mlaire and
Kawakam .

Upon t horough revi ew of the opposing argunents presented
on appeal, we concur with appellant that the exam ner has not

established a prim facie case of obvi ousness for the clai ned

i nvention. Accordingly, we will not sustain the exam ner's
rejection.

Chapman, the primary reference, discloses the
conventional use of a polyneric binder for a dye donor el enent
of a | aser-induced thermal dye transfer process. Wile
Mol ai re di scl oses appell ant's nonpol yneric, organic materi al
as a binder in a laser-recording elenent, we agree with
appel l ant that there is no teaching or suggestion in the
appl i ed references that the binder of Mdlaire can be
effectively enployed as a binder for the donor elenent of a
thermal dye transfer process.

The exam ner's reliance on Kawakam for providing the
notivation for utilizing the binder of Mdlaire in the donor
el ement of Chapman is m splaced. Like Chapnan, Kawakam uses

a polyneric binder in the donor elenment of a thernmal transfer
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process. The exam ner reasons that since Kawakam teaches
that the glass transition tenperature for dye |ayer
conpositions should be in the range of 10E to 70EC, and
Mol ai re teaches dye/binder m xtures having glass transition
tenperatures within the range of 10-70EC, "one skilled in the
art would be directed to substitute the binder disclosed by
Mol aire for that used in the exanpl es of Chapman” (page 10 of
Answer). As pointed out by appellant, the flawin the
exam ner's reasoning is that Kawakam teaches that the binder
itself should have a glass transition tenperature in the range
of 10-70EC, whereas Ml aire teaches that the binder itself has
a glass transition tenperature ranging from 101E to 152EC

In our view, the nost that can be concluded fromthe
col l ective teachings of the applied references is that it
m ght have been obvious for one of ordinary skill in the art
to try a binder that is knowmn to be useful for optica
recordi ng nmediuns as a binder in the donor elenent of a
thermal dye transfer process. O course, it is by now well
settled that such is not the proper standard for determ ning

obvi ousness under 35 U.S.C. 8§ 103.
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In conclusion, based on the foregoing, we are constrained
to reverse the examner's rejection.

REVERSED

CHARLES F. WARREN
Adm ni strative Patent Judge

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )
)
)
CAMERON VEI FFENBACH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)

Joshua G Levitt

East nan Kodak Co.

Patent Legal Staff
Rochester, NY 14650-2201



